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Penn-Mary.tanp Corporation v. Hiram Waker & Sons, Inc. 
(28 U.S. P. Q. 44) 


United States Circuit Court of Appeals, Second Circuit 


December 2, 1935 


‘TrapE-Marks—“I mperiaL”—Descriptive TERM. 

The word “Imperial” held descriptive and therefore incapable of being 

a valid trade-mark. 
‘TrapDE-MARKS—REGISTRATION—DeEscripTive Worps. 

Descriptive words may be included in a registration, the statutory 

ban running against trade-marks which consist only of such words. 
‘TRaDE-Marks—I™MPRESSION OF WHOLE Mark ESSENTIAL. 

The commercial impression of a trade-mark is derived from it as a 

whole, and not from its elements separated and considered in detail. 
‘TrapE-Marks—Goov-WiLi—SiTvs. 

The patrons of a business and their good-will may be in a place re- 

moved from the locale of the trader. 
‘TRaDE-MarkKs—SeEconpARY MEANING—EVIDENCE. 

Appellee’s claim that its use of the word “Imperial” as a trade-mark 
for whisky acquired a secondary meaning among American purchasers 
held unfounded, as purchases of the said whiskey made by Americans 
in Canada were not in sufficient quantities to identify the liquor with 
appellee. 

TrapE-Marks—GENERIC TERMS. 

A generic word may, through long association, come to acquire a sec- 
ondary meaning, denoting origin or ownership, but the burden of proof 
is on its owner to prove that any marks have become synonymous to the 
buying public. 

Unrarr CoMPETITION. 

In the case at issue, held that there was no element of unfair com- 
petition, inasmuch as the advertisements of appellant and its labels 
plainly showed that its products were not the appellee’s. 


In equity. On appeal from the United States District Court, 
Southern District of New York. Reversed. 


Breed, Abbott §& Morgan (Hugh S. Williamson and Gerald J. 
Craugh, of counsel), all of New York City, for appellant. 
Drury W. Cooper, Morris Henry Frank, and Robert S. Dun- 

ham, all of New York City, for appellee. 


Before Manton, Aveustus N. Hann, and Cuasg, Circuit 
Judges. 


Manton, C. J.: This is an appeal from an order granting a 
temporary injunction restraining the appellant’s use of the word 
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“Imperial” as a trade-mark for whisky. The order was based 
upon the infringement of a registered trade-mark for the word 
“Imperial” for appellee’s product. The court below granted the 
injunction after issue was joined and upon affidavits. The appel- 
lant in selling its whisky has a brand name, “Penn-Maryland Im- 
perial.” 

Appellee is a corporation, organized under the laws of the state 
of Michigan, in June, 1933, with a principal place of business at 
Peoria, Ill. Its claimed ownership of the word “Imperial,” as a 
trade-mark. is by an assignment from Hiram Walker & Sons, 
Limited, a corporation of Ontario, Canada, under date of December 
6, 19338. Hiram Walker & Sons, Ltd., claims ownership to the 
trade-mark in Canada as a successor of Hiram Walker & Sons. 
The allegations of the bill set forth claims of infringement and 
unfair competition. It is alleged that appellee and its predecessors 
have sold distilled whisky under the name “Imperial” since 1887, 
principally in Canada up to 1891, and since the latter year it has 
sold quantities in the United States. It is also alleged there were 
sales in large quantities and extensive advertising in the United 
States and that the purchasing public in the United States have 


come to identify the whisky to which this name is applied as that 
of the appellee. 


In October, 1934, appellant placed on the market three new 
fine quality blends of different grades. As part of this plan it 
used words on the label and in its advertising with which to impress 
the public with the quality of the whiskies. They were “De Luxe,” 
“Imperial,” and “Regal,” and referred to each as “Penn-Maryland 
De Luxe,’ “Penn-Maryland Imperial,’ and “Penn-Maryland 
Regal.” The first named was the highest-priced, the second the 
medium, and the third the lowest-priced blend. The appellant as- 
serts that at the time of the word “Imperial’’ was selected as one of 
these brands, no one connected with it was aware of the appellee's 
use of the word “Imperial.’”’ The sales of appellee’s brands in the 


United States, as shown by the figures which it submits, were com- 
paratively small. 
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Appellee complained to the appellant about the use of the word 
“Imperial,” and the appellant asserted that under the circumstances 
it was proper for it to use the word. Indeed, Henry H. Schufeldt 
& Co., like appellant, a subsidiary of the National Distillers Prod- 
ucts Corporation, used “Imperial” as a trade-mark for gin con- 
tinuously from 1868 to the date of Prohibition, antedating the 
appellee’s first use even in Canada. Appellant’s affiliate also used 
“Imperial Crown” for cherries and olives used in making cocktails. 
The record only shows sales by appellee of its brand in the United 
States, prior to Prohibition, to be 964 cases and 37 barrels for the 
year ending August 31, 1891; 1 case in March, 1896; 2 cases in 
August, 1902; 1 case in December, 1909; and 1 case in September, 
1917. No sales could be made during the Prohibition period, but 
5,210 cases of appellee’s brand were sold here between the date 
of Repeal and October, 1934, when appellant put its brand on the 
market, and of these 4,964 cases were sold in the state of Michigan. 
The appellee sets forth the total, which was very large, of the 
sales of its brand in Canada and elsewhere, prior to Prohibition, 
but submits no figures, other than those above, as to sales in the 
United States. 


The word “Imperial” is descriptive and indicative of quality. 
Webster’s New International Dictionary defines it as “of superior 


or unusual size or excellence; as imperial paper, imperial tea, etc.” 
It is a generic word, adjective in its nature. It is commonly used 
as signifying imposing size, appearance, or excellence. 31 C. J. 
255. Similarly, the same dictionary defines the word “De Luxe” 
as “made or devised with unusual elegance; unusually perfect in 
material, workmanship and finish; luxurious, sumptuous.” ‘Regal’ 
is defined as “‘pertaining to, suitable to, characteristic of, or like a 
king; hence stately, splendid.” In the selection and use of these 
three words, therefore, the appellant can fairly be said to have had 
in mind the idea of quality. “Imperial” being descriptive was in- 
capable of being a valid trade-mark. In Beadleston & Woerz v. 
Cooke Brewing Co., 74 F. 229 (C. C. A. 7), the court declined to 
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protect “Imperial” as applied to beer because it was a word indica- 
tive of quality. It said, at page 282 of 74 F.: 


The record contains evidence of general use of the word in the sense of 
superior quality. Thus we find the markets flooded with “Imperial Cham- 
pagne,” “Imperial Whiskey,” “Imperial Gin,” etc. See, also, Dayton y. 
Imperial Sales & Parts Co., 195 Mich. 397, 402, 403, 161 N. W. 958. 

Buckley, J., in Whitstable Oyster Co. v. Hayling Fisheries, 17 
R. P. C. 461, 471, quoted in Hopkins on Trade-Marks (4th Ed., 
1924), said: 

If you had anything which was a little above the average and you 
wanted to describe it, you called it an “Imperial,” meaning that it was 
excellent. 

In Royal Baking Powder Co. v. Sherrell, 98 N. Y. 331, 334, 
15 Am. Rep. 229, the court, in denying validity to “Royal” as a 
trade-mark when used in connection with baking powder, quoted 
from Corwin v. Daly, 20 N. Y. Super. (Bosw.) 222, 233: 

The words “Royal,” “Imperial” and “Princely” are referred to as words 
denoting the quality of an article—as indicating its high degree of excellence. 

Appellee, however, refers to Hughes v. Alfred H. Smith Co., 
309 F. 37, 89 (C. C. A. 2) [4 T.-M. Rep. 45], and McGraw Tire § 
Rubber Co. v. Griffith, 198 F. 566 (C. C. S. D. N. Y.) [2 T.-M. 
Rep. 461]. In the first case the plaintiff, having built up a trade 
through the defendant’s grant to him of the exclusive right to sell 
in the United States brushes stamped with the word “Ideal’’ in 
script, succeeded in enjoining the defendant from selling identical 
brushes stamped “Ideal.’”’ The court by way of dictum said: 
““Tdeal’ so applied to a brush is not descriptive.” In the second 
case, the plaintiff having sold to the defendant, among others, tires 
on which was molded ‘“Imperial—Made by McGraw Tire & Rub- 
ber Co.,” obtained an injunction against the competition caused by 
the defendant’s sale of tires on which was molded “Imperial—Made 


by the General Tire & Rubber Co.,” in obvious similarity to plain- 


tiff’s molding. Although the court said there was an infringement 
of the plaintiff's trade-mark “Imperial,” the opinion merely as- 
sumed its validity; the question of its character as a descriptive 
word apparently not having been raised. In Crawford v. Shut- 





PENN-MD. CORP. V. HIRAM WALKER & SONS 71 


tock, 18 Grant Ch. 149, the court, admitting hesitation and char- 
acterizing the case as not very strong, held “Imperial” as applied 
to soap was not descriptive but was a valid trade-mark. 

An attempt is made to establish an estoppel against the appel- 
lant’s contention that “Imperial” is not the subject of a trade-mark 
by its application to register “Penn-Maryland Imperial.” De- 
scriptive words may be included in a registration, the statutory ban 
merely running against trade-marks which consist only of such 
words. Beckwith’s Estate, Inc. v. Comm’r of Patents, 252 U. S. 
538, 40 S. Ct. 414, 64 L. Ed. 705 [10 T.-M. Rep. 255]. The 
appellant made it plain that it considered the word descriptive, and 
thus not the subject of exclusive rights, in its letter answering the 
ippellee’s protest, before the application for registration was made. 

The reason for the invalidity of a generic word is that it lacks 
the quality of distinction which is the gist of a trade-mark. It is 
suggested that the question of whether a word is or is not capable 
of becoming distinctive of the goods of a particular maker is a 
question of fact and is not to be entirely determined by whether or 
not it is descriptive. This is recognized in the rule that a generic 
word may, through constant association, come to acquire a second- 
ary significance denoting origin or ownership. American Medici- 
nal Spirits Co. v. United Distillers, 76 F. (2d) 124 (C. C. A. 2); 
G. & C. Merriam Co. v. Saalfield, 198 F. 869 (C. C. A. 6) [2 T.-M. 
Rep. 1]. There is nothing here to indicate that the appellants 
recognized the selling power of appellee’s name and intentionally 


endeavored to capitalize on it as in American Medicinal Spirits Co. 


v. United Distillers, supra. Therefore, it was the appellee’s bur- 
den to prove that “‘Imperial’’ and the certain whisky made by it 
had become synonymous to the buying public. Kellogg Toasted 
Corn Flake Co. v. Quaker Oats Co., 285 F. 657 (C. C. A. 6) [6 
T.-M. Rep. 587]. This the appellee has failed to do. The claim 
that the public have come to associate the word “Imperial” ex- 
clusively with its product is founded merely upon the assurances of 
officers of the appellee unsupported by any details. The affidavits 
of three bartenders and the proprietor of a liquor business, that 
they always served Hiram Walker's Imperial when a customer 
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sought “Imperial” whisky, fell far short of establishing that the 
association of ideas was the widespread, general custom necessary 
to establish even prima facie that “Imperial” had acquired a second- 
ary meaning. 

The appellee argues that during Prohibition, the whisky in ques- 
tion was sold as “Imperial” in Canada and that visiting Americans 
became so familiar with it under this name that secondary meaning 
is established in the United States where the visitors now trade. 
The principle of the argument is valid enough, since the patrons 
and their good-will may be in a place removed from the locale of 
the trader. Terminal Barber Shops v. Zoberg, 28 F. (2d) 807 
(C. C. A. 2) [18 T.-M. Rep. 551]. 

United Drug Co. v. Rectanus Co., 248 U. S. 90, 39 S. Ct. 48, 63 
L, Ed. 141 [9 T.-M. Rep. 1], and Hanover Star Milling Co. v. Met- 
calf, 240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 718 [6 T.-M. Rep. 149], 
are not in conflict. The facts in those cases show that the second 
user of a mark already familiar in a different locality started when 
the mark was generally unknown in his territory. The place of the 
reputation is the protected territory wherever the trader is. Bucks- 
pan v. Hudson’s Bay Co., 22 F. (2d) 721 (C. C. A. 5) [18 T.-M. 
Rep. 4]. But this argument does not help the appellee, for the proof 
at best establishes only some sales to American visitors in Canada. 
There is nothing to show that they retained any impression of the 
appellee’s use of “Imperial” after their return. 

Moreover, in 1898, Mida’s National Register of Trade-Marks 
listed eight brands containing the word “Imperial” and all used in 
connection with whisky. Four of these are stated to have been in 
use prior to the original adoption by appellee’s predecessors. And 
in Watson v. Westlake, 12 Ont. Rep. 449, the plaintiff, manufactur- 
ing “Imperial” cough drops, was unable to restrain one who subse- 
quently sold “Imperial’’ candy because it was shown that “Im- 
perial” had been used to designate various kinds of candy before 
the establishment of plaintiff's alleged trade-mark. The word had 
become public property and no one could appropriate to his product 
the term by which the article had been previously defined. 
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Nor is there any element of unfair competition to support the 
injunction granted. The advertisements of the appellant and its 
labels plainly show that its product is not the appellee’s. The 
public must be credited with a minimum capacity for discrimination. 
Armour & Co. v. Louisville Provision Co., 288 F. (2d) (C. C. A. 6) 
[138 T. M. Rep. 44], certiorari denied 260 U. S. 744, 43 S. Ct. 164, 
67 L. Ed. 492; Wornova Mfg. Co., Inc. v. McCawley & Co., 11 F. 
(2d) 465 (C. C. A. 2) [16 T.-M. Rep. 371]; Stevens Linen Works 
v. William & John Don & Co., 121 F. 171, 178 (C. C. S. D. N. Y.). 

The commercial impression of a trade-mark is derived from it 
as a whole and not from its elements separated and considered in 
detail. See Beckwith’s Estate, Inc. v. Comm’r of Patents, supra. 
And it is presumed that purchasers will act with ordinary care to 
see that they get what they want. The test is whether the simi- 
larity of trade-marks would mislead the ordinary observer. Ward 
Baking Co. v. Potter-Wrightington, 298 F. 398 (C. C. A. 1) [14 
T.-M. Rep. 2538]. 

It was improvident to grant this injunction (1) because the 
appellee could not register as a valid trade-mark the word “Im- 


perial” ; and (2) because on this record the appellee has not estab- 
lished a secondary meaning through use sufficient to build up a 
reputation warranting such a conclusion. 

Order reversed. 





Nvu-ENAMEL CORPORATION Vv. ARMSTRONG Paint & VARNISH WorkKs 
United States Circuit Court of Appeals, Seventh Circuit 


December 20, 1935 


Trape-Mark INFRINGEMENT—“Nvu-ENAMEL” and “Nvu-BEeauty ENAMEL”— 
CONFLICTING Marks. 
The words “Nu-Beauty Enamel” held to be an infringement of the 


words “Nu-Enamel,” both marks being used on paints, varnishes and 
similar products. 


‘Trape-M arks—“Nvu-ENAMEL’—SECONDARY MEANING. 
Where appellant began in 1922 to use the word “Nu-Enamel” as a 
trade-mark for its paint and similar products and has since developed 
a large business in goods bearing the mark, held that the name “Nu- 
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Enamel” had acquired a secondary meaning as indicating appellant’s 
products exclusively. 
TrapE-Marxs—“Nvu-ENAMEL”—DIsTINCTIVENESS. 
It cannot be assumed without evidence that “Nu” is phonetic spelling 
of “New.” The fact that the product was not new when the trade-mark 


was registered tends to negative the idea that “Nu” meant “new.” 
Unram ComPeETITION—J URISDICTION. 


In a suit charging infringement of a registered trade-mark, the court 
will hear an unfair competition complaint joned therewith, even though 
the trade-mark is found invalid. 


Unram Competirion — “Nu-Beauty ENAMEL” —RicHt To DeEscRIpTive 
TERM. 

In the case at issue, appellee had the right to make an enamel product 
and distinguish it from an old product by calling it new. Moreover, it 
might, under certain circumstances, use a phonetic method of spelling 
“new,” but it could not adopt for phonetic spelling or use any com- 
bination of words which had the appearance, purpose and effect of passing 
off its goods as and for another’s. 

In equity. Action for trade-mark infringement and unfair com 
petition. From a decision of the United States District Court for 
the Northern District of Illinois, Eastern Division, in favor of de 


fendant, plaintiff appeals. Reversed. 


Edward S. Rogers, James T. Woodson, and James H. Rogers, 
all of Chicago, Ill., for appellant. 

Harry H. Krinsky, James J. Glassner, and Moses Levitan, all 
of Chicago, IIl., for appellee. 


Before Evans, Sparks, and ALSCHULER, Circuit Judges. 


Evans, C. J.: There are three questions presented by this ap 
peal, which is from a decree dismissing a complaint which charged 
appellee with infringing appellant’s trade-mark “Nu-Enamel’”’ and 
with unfairly passing off its product for appellant’s. These ques 
tions are (1) Has appellant a valid trade-mark in “Nu-Enamel’’? 
(2) Is this trade-mark infringed by appellee’s subsequently issued 
trade-mark ““Nu-Beauty Enamel”? (The words are printed on two 
lines, the word ““Enamel”’ being on the second.) (3) Was a cause 
of action based on unfair trade practices and triable in this suit, 
stated in the complaint? 

The substance of the complaint is set forth in the margin.’ 


1], Plaintiff is the successor of Nu-Enamel Paint Co., Inc. Plaintiff 
and its predecessor since 1922 have been engaged in the business of selling 
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Both parties’ are residents of Illinois. 

We are not satisfied that the words “Nu-Enamel’” (the height 
of the letters varied) may not be covered by a valid trade-mark. 
Determination of the question turns largely upon the use of the 
word “Nu.” The allegations to the effect that in 1922 appellant 
began its business, which has grown until three thousand retail 
stores sell its products exclusively; that these stores are operated 
under the name “‘Nu-Enamel”; that the name “Nu-Enamel”’ has, 
through extensive sales and advertisement, acquired a special mean- 


paints, varnishes and floor wax under the trade-mark “Nu-Enamel.” The 
business of the plaintiff has grown from small beginnings in the year 1922 to 
a large and prosperous business. Plaintiff owns and operates throughout 
the United States and foreign countries more than three thousand . as 
retail stores in which plaintiff's products are sold exclusively. Plaintiff's 
stores are operated under the name “Nu-Enamel” and plaintiff’s said 
products under the trade-mark “Nu-Enamel” have been extensively adver- 
tised throughout the United States and foreign countries. . 

2. Plaintiff's products have met with popular approval and as a result 
of plaintiff's extensive sales and advertising, the name “Nu-Enamel” has 
come to mean and is understood to mean, throughout the United States, 
including the State of Illinois and the City of Chicago, the plaintiff and 
plaintiff's products only and the word “Nu-Enamel” is a mark by which 
the goods of the plaintiff are distinguished from other goods of the same 
class. 

3. Plaintiff, after due and proper proceedings in that behalf, duly 
registered its trade-mark “Nu-Enamel” in the United States Patent Office 
on November 14, 1933, No. 308024. Said registration is valid and subsisting, 
uncancelled and unrevoked and plaintiff is the owner thereof. A certified 
copy of said registration is filed herewith as Plaintiff's Exhibit B. 

4. Defendant, Armstrong Paint & Varnish Works, within the last few 
months, has put upon the market paints and varnishes which it sells under 
the designation “Nu-Beauty Enamel.” A specimen of defendant’s label on 
which the name “Nu-Beauty Enamel” is displayed is filed herewith as Plain- 
tiff’s Exhibit C. 

5. Plaintiff is informed and believes and states the fact to be that defend- 
ant adopted the name “Nu-Beauty Enamel” as a trade-mark for its prod- 
ucts, with full knowledge of the prior and extensive use by plaintiff of the 
trade-mark “Nu-Enamel.” 

6. As a result of defendant’s use on its goods of the colorable imitation, 
“Nu-Beauty Enamel,” of plaintiff's registered trade-mark “Nu-Enamel” 
retail merchants are enabled to and do substitute and pass off defendant’s 
products bearing the name “Nu-Beauty Enamel” as and for the products of 
the plaintiff. 

7. Plaintiff alleges that the name “Nu-Beauty Enamel” is a colorable 
imitation of plaintiff's registered trade-mark “Nu-Enamel” and is an in- 
fringement thereof, and unless restrained by this court that defendant will 


continue to infringe plaintiff's registered trade-mark to plaintiff's irreparable 
injury. 
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ing, namely, appellant’s goods; that after such meaning was acquired 
and in the year 1933, appellant registered the trade-mark “Nu- 
Enamel,” which it here asserts is infringed—must be accepted as 
true, and, so accepted, we are convinced that there may be a basis for 
a valid trade-mark. It may be that upon final hearing the showing 
will not sustain these allegations. We express no opinion in ad- 
vance on what that proof must be, for each case must depend on its 
individual] facts. 

The court is not justified in assuming, without evidence, that 
“Nu” is phonetic spelling of New. Other possible meanings are 
well nigh as plausible. Moreover, the hyphen cannot be over- 
looked. The fact that the product was not new when the trade- 
mark was registered (extensive sales and national advertisement 
had been conducted for ten years) tends to negative the idea that 
“Nu” meant new. 

In disposing of this appeal we are confronted not by the ultimate 
fact showing, but by a record wherein the decree is upon a motion 
to dismiss a complaint which in turn contains sufficient fact allega- 
tions to support a valid trade-mark. 

Unfair Competition. This phase of the appeal tenders only a 
fact issue. Here again we must accept the allegations of the com- 
plaint as true. 

Appellee argues that, there being no diversity of citizenship of 
the parties, the Federal court could not proceed with the unfair 
trade issue upon the failure of appellant’s alleged trade-mark claim. 
A contrary conclusion is the position of appellant, and it cites 
Waterman Co. v. Gordon, 8 F. Supp. 31, s. 0. 72 F. (2d) 272; 
Hurn v. Oursler, 289 U. S. 238 [23 T.-M. Rep. 267]. We have 
no doubt but that the so-called unfair competition phase of the case 
may be heard with the trade-mark infringement charge provided 
the trade-mark be held valid. It follows, therefore, at this time 
and on the hypothesis that the trade-mark be held valid, that we 
must dispose of the right of the District Court to pass upon the 


unfair competition charge. It is unnecessary for us to pass on 
appellant’s argument, that where one in good faith invokes Federal 
court jurisdiction by allegations charging infringement of a regis- 
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tered trade-mark the court will hear an unfair competition complaint 
joined with the trade-mark infringement suit, even though the court 
finds the trade-mark invalid. 

It seems to be the view of some counsel that one who has sought 
and secured a trade-mark which is invalid, or who has used a term 
to describe an article covered by a patent, is in a less advantageous 
position than one who has not had the added protection which arises 
through the Government grant of a patent or a trade-mark regis- 
tration. We see no legitimate reason, although there may be dicta 
to support the view, for imposing this handicap upon one who is 
endeavoring to prevent unfair trade competitive methods. Unfair 
methods of trade are condemned because they are unfair, a species 
of fraud, a cheat. The manufacturer or merchant who holds or who 
once held a patent monopoly which has expired is entitled to pro- 
tection against unfair methods of trade just as any other manu- 
facturer. The same is true of holders of a registered trade-mark 
later held to be invalid.” In considering an unfair trade method 
case, we must dismiss as of no bearing the fact that the party seek- 
ing relief previously held a valid or invalid patent or a valid or 
invalid trade-mark. He is in a court of equity as one who is honestly 
engaged in commerce and seeking protection against another who is, 
by methods which are unfair, passing off its goods for those of 
another. He merely asks the court to stop a business competitor 
from cheating. We confuse the issue when we color appellant’s 
right to relief by the Government grant of monopoly and assume that 
the right to relief ceases, or is lessened, when the grant expires. 

It is true the patent grant or the trade-mark creates a monopoly. 
It follows that a secondary meaning which is created solely as a 
result of the monopoly may not be included in the secondary mean- 
ing aspect of the case. Nor can one claim secondary meaning to a 
word or phrase when the secondary meaning is directly and solely 
traceable to a trade-mark, and nothing more is shown. In short, 
the Government protection (patent or trade-mark) cannot be used 
to extend or bolster a cause otherwise without support, to create 


2This observation does not apply if plaintiff comes into court with 
unclean hands. 
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a secondary meaning to a word or phrase. On the other hand said 
Government protection (by patent or trade-mark) should not be 
used to defeat the possessor’s right to establish a business, after the 
Government's grant has expired—nor should a right to a trade- 
mark which has been earned before the trade-mark has been regis- 
tered be defeated by the subsequent registration of the trade-mark. 

Appellee had the clear right to enter the business of making 
and selling enamel products. Equally clear was its right to make 
a product distinguishable from an old product and call it new. It 
might use a phonetic method of spelling new under certain circum- 
stances. It could not, however, adopt phonetic spelling or use any 
combination of words which had the appearance, the purpose, and 
the effect of passing off its goods as and for another’s. 

Was it to describe a new product so as to distinguish it from an 
old product that appellee chose the word “Nu’’? Or was it to ap- 
propriate appellant’s business by unworthy, unfair methods, accom- 
plishable through the use of “Nu’? Protestations of innocence on 
its part are idle. The purpose was obvious. The allegations of the 
complaint, which we assume are true, are to the effect that the pur- 
pose was accomplished—that appellee succeeded in selling its prod- 
uct as appellant’s. 

There are some business men apparently whose conception of 
business integrity and fair play is rather hazy, and generally ruled 
by self-interest, who are attempting to justify efforts to acquire the 
business which another has developed through many years of fair 
dealing and through the expenditures of vast sums in advertising 
and in establishing a good-will. This illegitimate activity has in- 
creased because in the past few decades the practice has grown among 
established enterprises of giving a name, or a particular form of 
container, or form of product, or other mark of identification to a 
product it makes or sells so that the public may know its make. 
Good-will has followed familiarity with the use of the commodity. 
In some instances the product has been patented. After the patent 
has expired, the same strenous efforts are made to familiarize the 


users with the name or word, which in its beginning may have been 





PARKER-KALON CORP, V. CONWAY P. COE 


descriptive, but which because of form of container, combination 
of letters, etc., has identified it as the product of a certain individ- 
ual or company. By so doing a property right is developed which 
should be respected. Whether the right is invaded is a question of 
fact to be determined in each case. Whether in a given case the 
facts show an attempt to steal another’s business by using similar 
names or form of products or both, or is an attempt on the part 
of the established company to keep out competitors by an over- 
extension of descriptive words, can only be determined by a study 
of the facts in each case. 

In the instant case the adoption of the word “Nu” leaves us 
cold to the argument that appellee was describing a new article, and 
no thought of the word “Nu,” as used by appellant, was in its con- 
scious or sub-conscious mind. 


The question of infringement is also one of fact, and under 
all the circumstances in this case must be determined by the oral 


evidence. Moreover, dismissal of the suit would not be justi- 


fiable even though no infringement were found, provided the trade- 
mark be held valid and a secondary meaning of the phrase “Nu- 
Enamel” were established. 

The decree is reversed with directions to deny appellee’s motion 
to dismiss the bill of complaint. 


PARKER-KALON CORPORATION v. CONWAY P. Cor, COMMISSIONER OF 


PATENTS 
(27 U.S. P. Q. 200) 


Court of Appeals for the District of Columbia 
November 4, 1935 


TrapE-MarRkKS—PLEADING AND PracticE—MANDAMUS. 

On refusal of registration of a trade-mark, applicant brought suit 
under R. S. 4915 and the court ordered registration. The Commissioner 
then published the application and opposition was filed. The Commis- 
sioner denied the motion to dismiss the opposition and the Examiner 
granted the motion to suspend the proceedings pending determination 
of a suit between applicant and opposer in the United States District 
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Court. Applicant then filed petition in the Supreme Court of the Dis- 
trict of Columbia for a writ of mandamus to compel the Commissioner to 
register the mark. Held that the resort to equity was premature, as the 
matter was eventually appealable from the Commissioner and mandamus 
cannot take the place of an appeal. 


Trapve-Marxs—Svuits Unoper R. S. 4915—Appeats To Court oF CUSTOMS AND 
Patent APPEALS. 

In a trade-mark opposition the appeal from a decision of the Com- 
missioner of Patents lies to the Court of Customs and Patent Appeals 
and, after an unsuccessful appeal to said Court, the applicant may resort 
to an independent bill in equity against the Commissioner. 


Appeal from the Supreme Court of the District of Columbia. 
Affirmed. For the Commissioner’s decision, see 22 T.-M. Rep. 282. 


Edgar M. Kitchin and Harry C. Robb, of Washington, D. C., 
for appellant. 

R. F. Whitehead, Solicitor, United States Patent Office, for 
appellee. 


Ross, A. J.: Appeal from a judgment in the Supreme Court 
of the District dismissing appellant’s petition for a writ of manda- 
mus to compel the Commissioner of Patents to comply with the 
terms of a decree of the Supreme Court of the District in a suit 
under Sec. 4915, R. S., and to issue to appellant, Parker-Kalon 
Corporation, a certificate of registration for the trade-mark ‘‘Self- 
Tapping” as applied to screws, drive screws, drive pins, screw 
nails, nails, rivets, and studs. 

On September 2, 1931, appellant filed its application in the 
Patent Office for the registration of the above mark. The Ex- 
aminer of Trade-Marks rejected the application on the grounds 
that the mark “is merely descriptive of the function or character of 
the goods ; that if not descriptive it is misdescriptive and deceptive.” 
On appeal to the Commissioner the decision of the Examiner was 
affirmed. ‘Thereafter, on or about June 17, 1982, appellant filed 
a bill in equity against the Commissioner seeking to authorize him 
to register the mark. Trial was had, and the court on April 24, 
1934, decreed that the mark “Self-Tapping” is not merely de- 
scriptive nor misdescriptive, and therefore is registrable. The 
Commissioner took no appeal from this decree. 
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Thereupon the Commissioner on September 18, 1934, caused the 
publication of the application for the trade-mark registration in the 
Official Gazette of the Patent Office. This action was in supposed 
compliance with the provisions of Sec. 6 of the Trade-Mark Act of 
1906, as amended (c. 592, 33 Stat. 724; c. 2573, 34 Stat. 1252; 
Sec. 86, Tit. 15, U. S. C.), reproduced in the margin." 

On October 16, 1934, Notice of Opposition to the registration 
of the mark was filed in the Patent Office by the Illinois Tool 
Works; the ground of the opposition being “that the words ‘Self- 
Tapping, when applied to either your opposer's or applicant's 
product, are purely descriptive, are ordinary words of the English 
language describing said product, and, therefore, cannot be legally 
monopolized by anyone and is not properly subject to registration 
as a trade-mark.” 

Motion to dismiss the opposition was denied by the Examiner of 
Interferences and, on appeal, by the Commissioner; and at the same 
time the Examiner granted the opposer’s motion to suspend pend- 
ing the outcome of an equity suit in the United States District 
Court for the District of Delaware (between appellant and the 
Shakeproof Lock Washer Company, predecessor of the opposer cor- 
poration, Illinois Tool Works) involving the mark “Self-Tapping”’ 
sought by appellant. 

Thereafter, on January 16, 1935, appellant filed its petition for 
a writ of mandamus, with the result already noted. It is settled 
law that the extraordinary writ of mandamus will not issue where 
there is remedy by appeal. Stratton v. St. Louis S. W. Ry., 282 
U. S. 10, 16; United States ex rel. Searl v. Robertson, 57 App. 
D. C. 179, 18 F. (2d) 829. 

1 Sec. 6. That on the filing of an application for registration of a trade- 
mark which complies with the requirements of this act, and the payment 
of the fees herein provided for, the Commissioner of Patents shall cause an 
examination thereof to be made; and if on such examination it shall appear 
that the applicant is entitled to have his trade-mark registered under the 
provisions of this act, the Commissioner shall cause the mark to be published 
at least once in the Official Gazette of the Patent Office. Any person who 
believes he would be damaged by the registration of a mark may oppose 
the same by filing notice of opposition, stating the grounds therefor, in the 


Patent Office within thirty days after the publication of the mark sought to 
be registered... . 
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Sec. 9 of the Trade-Mark Act of 1905, as amended (Act of 
February 20, 1905, c. 592, 88 Stat. 724; Act of March 2, 1929, 
Sec. 2 (b), c. 488, 45 Stat. 1475; Sec. 89, Tit. 15, U. S. C.), provides 
as follows: 

That if an applicant for registration of a trade-mark, or a party to an 
interference as to a trade-mark, or a party who has filed opposition to the 
registration of a trade-mark, or a party to an application for the can- 
cellation of the registration of a trade-mark, is dissatisfied with the decision 
of the Commissioner of Patents, he may appeal to the United States Court 
of Customs and Patent Appeals, on complying with the conditions required 
in case of an appeal from the decision of the Commissioner by an applicant 
for patent, or a party to an interference as to an invention, and the same 
rules of practice and procedure shall govern in every stage of such pro 
ceedings, as far as the same may be applicable. 

It was pointed out in Baldwin Co. v. Robertson, 265 U.S. 168, 
179 [14 T.-M. Rep. 399], that Sec. 9 provides for appeals to the 
District Court of Appeals (now to the United States Court of 
Customs and Patent Appeals by the Act of March 2, 1929, c. 488, 
45 Stat. 1475) not only for (1) a defeated applicant for registra- 
tion of a trade-mark, but also for (2) a dissatisfied party to an 
interference as to a trade-mark, (3) a dissatisfied party who has 
filed opposition to the registration of a trade-mark, and (4) a dis- 


satisfied party to an application for the cancellation of the registra- 
tion of a trade-mark. “The next inquiry,’ said the court, “is 
whether, in addition to such appeal and after it proves futile, the 
applicant is given a remedy by bill in equity as provided for a 
defeated applicant for a patent in Sec. 4915, R. S.” The court 
ruled that the final words of Sec. 9 “were intended to furnish a 


remedy in equity against the Commissioner in every case in which 
by Sec. 9 an appeal first lies to the Court of Appeals.” (Italics 
ours. ) 

It is apparent, we think, that resort in this case to the court of 
equity under Sec. 4915, R. S. (Sec. 63, Tit. 35, U. S. C.) was pre- 
mature. Under the express provisions of Sec. 9 an appeal from 
the decision of the Commissioner of Patents lies to the United 
States Court of Customs and Patent Appeals. After an unsuccess- 
ful appeal to the advisory supervision of that court, a defeated 


applicant for registration of a trade-mark may resort to an inde- 
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pendent bill in equity against the Commissioner. See Baldwin Co. 
Case, supra at p. 180. Alexandrine v. Coe, 63 App. D. C. 227, 71 
F, (2d) 348 [24 T.-M. Rep. 320], is not inconsistent with these 
views, for there were involved in that case two registered trade- 
marks, and we held that the defeated party might proceed under 
Sec. 9 or under Sec. 22, which is applicable only where there are 
interfering registered trade-marks. 


Judgment affirmed.” 


IN THE MATTER OF THE APPLICATION OF KELLER, HEUMANN & 


Tuompson Co., INc. 


United States Court of Customs and Patent Appeals 


Serial No. 347,857 


2 
January 27, 1936 


‘TrRapDE-M arKS—REGISTRATION—Goops OF THE SAME DESCRIPTIVE PROPERTIES. 
Men’s suits, topcoats, and overcoats, made from cloth or woolen 
fabrics, held to be of the same descriptive properties as boots and shoes 
made wholly or in part of leather fabrics or combinations thereof. 

‘TrapE-Marks—Ex Parte versus INTER 

or Law. 

Held that the construction of the phrase “merchandise of the same 
descriptive properties” should be the same in ex parte proceedings as in 
those involving opposition, interference, or cancellation. 

* Note.—The holding of the court in this case is obviously incorrect. 

The court in citing the case of Baldwin Co. v. Robertson apparently lost 
sight of the fact that Section 4915 R. S., as cited by the court, was amended 
by an act of 1927 after the Baldwin case had been decided. Under the 
amended statute, a bill in equity is no longer a cumulative remedy in any 
case falling within the scope of Section 9 of the Federal Act of 1905, but 
has been made an alternative remedy. In other words, the defeated party in 

a Patent Office proceeding may now either appeal to the Court of Customs 

and Patent Appeals or bring suit in equity after the Commissioner of Pat- 

ents has handed down his decision, but he cannot do both. The Parker 

Company was, therefore, clearly within its rights when it filed a bill in equity 

after the Commissioner had refused to register the trade-mark “Self- 

Tapping.” It was not bound under the amended statute, which had gone 

into effect before the application in this case was filed, to first appeal to 

the Court of Customs and Patent Appeals, hence the court erred in holding 
that the writ of mandamus was premature because of the applicant’s failure 
to first invoke the Court of Customs and Patent Appeals after the Com- 

missioner had denied registration.—W. D 


PaRTES ProceEEDINGS—APPLICABILITY 
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TrapE-Marks—REGISTRATION—BEARING OF EARLIER Decisions oF CoMMIS- 
SIONER. 
The facts that the Commissioner of Patents may have rendered an- 
other decision inconsistent with his decision in the case at issue affords no 
ground for reversing the decision here appealed from. 


On appeal from a decision of the Commissioner of Patents re- 
fusing to register a trade-mark. Affirmed. For the Commissioner’s 
decision, see 24 T.-M. Rep. 473. 


Edward G. Fenwick, of Washington, D.C., and J. V. Framp- 
ton, of Oil City, Pa., for appellant. 
Lucius E. Varney, of New York City, for appellee. 


Lenroot, J.: This is an appeal from a decision of the Commis- 
sioner of Patents, affirming a decision of the Examiner, denying 
appellant’s application for registration of the mark “Timely” as 
a trade-mark for men’s suits, topcoats and overcoats, made from 
cloth or woolen fabrics. 

The basis of the rejection of appellant’s application, by both of 
the Patent Office tribunals, is registration No. 291,742, issued 
February 23, 1932, to F. M. Hoyt Shoe Corporation, said regis- 
tration being for the mark “Timely” as a trade-mark for “Boots 
and Shoes made wholly or in part of leather, fabrics, or combinations 
thereof.” The word “Timely” in said registration is shown to be in 
capital letters, the horizontal line of the “T’’ being extended in 
something of a flourish over most of the balance of the word; simi- 
larly, the tail of the “Y” concluding the word is extended back and 
beneath the two preceding letters of the word. The mark as shown 
in appellant’s application is formed of ordinary block letters. 

Both tribunals of the Patent Office held that, the marks being 
identical, the sole issue was whether the goods to which the marks 
were applied were goods of the same descriptive properties, found 
that they were, and denied registration to appellant. Their deci- 
sions were in each instance based upon decisions of this court which 
were relied upon as warranting the view that the suits, topcoats and 
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overcoats to which appellant applies its mark are goods of the same 
descriptive properties as the shoes to which the prior registrant 
applies its mark. 

Since we are clear that the differences in the style of type shown 
in the marks covered by the instant application and the registra- 
tion above cited are so slight as to warrant the holding of the 
tribunals below that the marks are identical, and no issue is raised 
upon this point, we agree with those tribunals that the sole issue 
in the case is whether or not the goods of the respective parties are 
of the same descriptive properties. 

We will first consider a contention made by appellant’s counsel, 
viz., that while the consideration of the question of confusion of 
origin as to goods to which trade-marks are applied is proper in 
opposition and cancellation proceedings, such confusion is not 
relevant in an ez parte application for registration of a trade-mark. 
This contention is stated in the brief of appellant as follows: 


1. A trade-mark should not be denied publication in view of a prior 
registration unless the goods possess the same descriptive properties, and 
in construing the Act in an ex parte proceeding, only such confusion is to 
be considered as may grow out of the similar descriptive properties of 
the goods, damage or confusion as to origin of the goods which are pertinent 


in inter partes proceedings not being relevant in an ex parte application for 
registration. 


We are not in agreement with this contention. It is elementary 
that the sole function of a trade-mark is to indicate the origin of 
the goods to which the mark is attached. Section 5 of the Trade- 
Mark Act of February 20, 1905, expressly prohibits the registration 
of a mark which is “identical with a registered or known trade-mark 
owned and in use by another and appropriated to merchandise of the 


same descriptive properties. . ” Manifestly it was the duty of 
the Patent Office tribunals in the case at bar to determine whether 
the goods to which appellant applies its mark are of the same 
descriptive properties as the goods to which the previously registered 
mark is applied; or, in other words, whether, for the purposes of 
said trade-mark act, the shoes here involved are of the same descrip- 
tive properties as men’s suits, topcoats, and overcoats, made from 
cloth or woolen fabrics. 
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The meaning of the phrase “merchandise of the same descriptive 
properties,’ as used in said trade-mark act, has been many times 
considered by this court, and while it is true, as stated by appellant’s 
counsel, that such consideration has always occurred in inter partes 
proceedings, we cannot assent to the proposition that the construc- 
tion of this language is dependent upon the nature of the proceeding 
brought in which it is considered. 

Nothing in any of the cases decided by this court, or by any 
other court so far as we are able to discover, has indicated that the 
construction of said phrase “merchandise of the same descriptive 
properties” should be different in an ex parte proceeding than in an 
inter partes proceeding. 

A most anomalous situation might result if appellant’s suggestion 
were followed in the case at bar. Under that theory, in determining 
the question of whether the shoes here involved are of the same de- 
scriptive properties as men’s suits, topcoats and overcoats made from 
cloth or woolen fabrics, we could not in this case consider the 
question of confusion as to origin of the goods; with the issue thus 
restricted we might hold that appellant’s application should be 
passed for publication. Thereupon, if the prior registrant, F. M. 
Hoyt Shoe Corporation, should file a notice of opposition alleging 
that the shoes to which its mark is applied are of the same descrip- 
tive properties as the goods to which appellant applies its mark, 
appellant concedes that in such a proceeding the question of con- 
fusion as to the origin of the goods to which the marks are applied 
could properly be considered. Should such proceeding come before 
us for review, under appellant’s theory we might properly hold 
that the goods are of the same descriptive properties because of 
likelihood of confusion as to origin, when upon the same record, so 
far as this question is concerned, we had previously held in the case 
at bar that the goods are not of the same descriptive properties. 

We hold that the construction of the phrase “merchandise of 
the same descriptive properties” should be the same in ez parte, 
opposition, interference, and cancellation proceedings, and that 


the question of confusion as to origin of the goods to which the 





APPLICATION OF KELLER, HEUMANN & THOMPSON CO. 87 


marks are applied is proper to be considered as a factor in the deter- 
mination of whether the goods here involved are of the same descrip- 
tive properties. 

In the case of B. F. Goodrich Co. v. Hockmeyer et al., 17 C. C. 
P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205], speak- 
ing of the language of said Section 5 here under consideration, we 
said: 


It would seem to be evident then, that the language “same descriptive 
properties” contained in the first proviso was intended by the Congress to 
relate to goods of the same general class; that such language was not 
intended to be more or less comprehensive than the term “class” used in the 
first part of the section; that the language of the first proviso was intended 
to state the converse of the mandates of the first part of the section, namely, 
that a mark by which the goods of the owner of the mark may not be dis- 
tinguished from other goods of the same class shall not be registered; and 
that, keeping in mind the principles of equity as applied to the law of 
trade-marks, the words “same class” and “same descriptive properties” 
were intended to be given a limited or an extended meaning and applica- 
tion, according to whether or not the use of identical or similar trade- 
marks would be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. And, of course, in this connection, the 
use, appearance, and structure of the articles, the similarity or the lack 
of similarity of the packages or containers in which, the place or places 
where, and the people to whom, they were sold should be considered. 


We have reaffirmed the foregoing holding many times since said 
decision was rendered. In conformity with the rule above stated, 
we are in agreement with the tribunals of the Patent Office that 
men’s shoes made wholly or in part of leather, fabrics, or combina- 
tions thereof, are of the same descriptive properties as men’s suits, 
topcoats and overcoats made from cloth or woolen fabrics. Both 


are within the general class of wearing apparel. They are bought 
by the same class of people; it is a matter of common knowledge 
that both shoes and clothes are sold in country stores throughout the 
nation, and appellant’s counsel admits that a similar sales policy 
exists to some extent in our cities, although he states, as no doubt 
the fact is, that in cities, generally speaking, clothing and shoes are 
sold in separate stores. 


It seems clear to us that a purchaser of men’s shoes bearing the 
trade-mark “Timely” would, upon seeing the same mark upon men’s 
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suits, topcoats or overcoats, for sale in the same store, conclude that 
they had the same origin as the shoes bearing said mark. 

We therefore hold that the goods of appellant to which said 
mark is applied are of the same descriptive properties as the shoes 
for which the identical mark had been previously registered. In 
our opinion this holding is clearly supported by the general rule 
above referred to, but also more specifically by the cases of The 
I. E. Palmer Co. v. Nashua Manufacturing Co., 17 C. C. P. A. 
(Patents) 583, 34 F. (2d) 1002 [19 T.-M. Rep. 469], and Decker 
§ Cohn, Inc. v. Liebovitz Sons, Inc., 18 C. C. P. A. (Patents) 781, 
46 F. (2d) 179 [21 T.-M. Rep. 33]. 

With respect to the citation in appellant’s brief of decisions of 
other courts with respect to the construction of the term “mer- 
chandise of the same descriptive properties” which would seem to 
be contrary to the construction which we have given to said lan- 
guage, we have to say only that said cases have heretofore been 
brought to our attention and we have declined to follow them. 


Appellant contends that shoe manufacturers generally confine 


their activities to particular types of shoes, men’s, women’s, and 
children’s or infants’ shoes, and that it does not appear from the 
registration of Hoyt Shoe Corporation what types of shoes are 
manufactured by it. It is sufficient to say that said registration was 
for shoes generally, and the presumption is that the mark is applied 
to all types of shoes. If the mark is not applied to men’s shoes, 
the burden was upon appellant to show it, which would then have 
presented a question not necessary here to decide. 

Appellant assigns error in a statement in the decision of the 
Examiner of Trade-Marks that all articles of wearing apparel are 
goods of the same descriptive properties. The Commissioner in his 
decision made no reference to this holding of the Examiner, and 
it is not necessary to pass upon that question in this case. The 
question here presented is whether the shoes described in the Hoyt 
registration are goods of the same descriptive properties, within the 
meaning of said trade-mark act, as men’s suits, topcoats and over- 


coats made from cloth or woolen fabrics; whether all articles of 
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wearing apparel are goods of the same descriptive properties is a 
question not here involved. We think it proper to observe that this 
court has never indicated an opinion that all articles of wearing 
apparel are goods of the same descriptive properties. 

Finally, appellant contends that the decision of the Commis- 
sioner in the case at bar is inconsistent with his decision in another 










case. It is sufficient to say, with respect to this contention, that the 
case before us must be decided upon its merits, and if the Commis- 
sioner has rendered another decision inconsistent with his decision in 






the case before us, as to which we express no opinion, that fact 
would afford no ground for reversing the decision of the Commis- 






sioner here appealed from. 
For the reasons stated herein, the decision of the Commissioner 







of Patents is affirmed. 





Quaker State Ow REFINtiInG CoMPANy v. WOLVERINE-EMPIRE 
REFINING COMPANY 






United States Court of Customs and Patent Appeals 






Opposition No. 12,428 






January 27, 1936 










‘TrapE-Marks—Co.Lor—REGIsTRABILITY. 
It has frequently been held that a mark is not registrable if it has 
color alone as its distinguishing feature. 
['RADE-Marks—OPppos!TrIoN—ConFLiIcTING MARKS, 
A trade-mark consisting of a design formed by placing circumferen- 
tially of the lateral surface of the drum or barrel containing the goods, a 
band of red at one end, a band of green at the other end, each color 
covering about one-third and a band of white between them, of such 
lateral surface, held to be confusingly similar to a mark having sub- 
stantially the same features, except that the upper one-third of the 
lateral surface of the drum is painted red instead of green. 
TrapE-MarkKs—OpposiTION—A PPEAL—VALIDITY OF REGISTERED MARK. 
In opposition proceedings, the court does not concern itself with any 
question relating to the validity of opposer’s registration. 
















On appeal from a decision of the Commissioner of Patents re- 
versing a decision of the Examiner of Interferences sustaining a 
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trade-mark opposition. Reversed. For the Commissioner’s decision, 
see 24 T.-M. Rep. 330. 


Edward G. Fenwick, of Washington, D. C., and J. V. Framp 
ton, of Oil City, Pa., for appellant. 


Lucius E. Varney, of New York City, for appellee. 


Bianp, J.: The Quaker State Oil Refining Co., appellant, has 
here appealed from a decision of the Commissioner of Patents oi 
the United States Patent Office, which dismissed appellant’s opposi 


tion and held that the Wolverine-Empire Refining Company, ap 


pellee, was entitled to the registration of a trade-mark for which it 
had filed application. The Examiner of Interferences sustained 
the opposition and adjudged that the applicant was not entitled to 
the registration for which it had filed application and the Commis 
sioner reversed this decision. 

The registered mark of appellant, upon which the opposition was 
predicated, is for use on lubricating oils and greases and consists of 
coloring the upper and lower one-third of the oil drum green, and 
the central one-third white. It is stated in argument that oil drums 
in which both parties and others engaged in a similar business market 
their products are so constructed that there are two convex bands, 
integral with the lateral walls of the drum, extending circumferen- 
tially around the same, which divide the outside surface of the sides 
of the barrel into three approximately equal divisions, and that the 
said bands or ridges separate the said colors. 

The mark sought to be registered by appellee is used on lubricat- 
ing oils and is identical with that of appellant, except that in its 
drawing it shows the upper one-third painted red, instead of green. 
Appellee made an amendment to its original application and pro 
vided in part as follows: 

The trade-mark consists in a design formed by placing circumferentially 
of the lateral surface of the drum or barrel containing the goods, a band of 
red at one end, a band of green at the other end, each color covering about 


one-third and a band of white between them, of such lateral surface. No 
claim is made to the representation of the drum or barrel. 
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The Examiner of Interferences stated that the resemblances be- 
tween the marks involved were deemed to be at least as great as 
that found to exist in the marks under consideration in A. Leschen 
& Sons Rope Co. v. The American Steel & Wire Co., 19 C. C. P. A. 
(Patents) 851, 55 F. (2d) 455 [22 T.-M. Rep. 50], and accord- 
ingly sustained the notice of opposition and held that the appellee 
was not entitled to the registration for which it made application. 

The Commissioner held that the likelihood of confusion was 
too remote to govern the decision, reversed the decision of the 
Examiner of Interferences, dismissed the opposition, and adjudged 
that the applicant, appellee, was entitled to the registration of the 
mark. 

It has been frequently held that a mark is not registrable if color 
alone is its distinguishing characteristic. A. Leschen & Sons Rope 
Co. v. The American Steel & Wire Co., supra; In re General Petro- 
leum Corporation of California, 18 C. C. P. A. (Patents) 1444, 49 
F. (2d) 966 [21 T.-M. Rep. 331]; In re Sun Oil Co., 18 C. C. P. A. 
(Patents) 1421, 49 F. (2d) 965 [21 T.-M. Rep. 328]; In re Walker- 
Gordon Laboratory Co., 19 C. C. P. A. (Patents) 749, 53 F. (2d) 
548 [22 T.-M. Rep. 66]. 

It will be noticed that in the decisions of the tribunals below, the 


validity of the registered mark is not questioned and that the con- 


clusion in each instance rested respectively upon the confusing 


similarity and the lack of confusing similarity between the marks. 

In our jurisdiction in this kind of case, a registered mark is 
presumed to be valid, and we do not concern ourselves with any ques- 
tion concerning its validity. Lufkin Rule Co. v. Master Rule Mfg. 
Co.,17 C. C. P. A. (Patents) 1227, 1230, 40 F. (2d) 991 [20 T.-M. 
Rep. 330]; A. Leschen & Sons Rope Co. v. The American Steel & 
Wire Co., supra. It is also well settled that the Commissioner has 
the right to reject the application for registration as a matter of 
ex parte consideration, and is not confined to the issues raised by 
the opposition proceeding. California Cyanide Co. v. American 
Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 F. (2d) 10038 
[20 T.-M. Rep. 447]; Etablisements René Beziers, etc. v. Reid, 
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Murdoch § Co., 18 C. C. P. A. (Patents) 1340, 48 F. (2d) 946 
[21 T.-M. Rep. 253]; California Canneries Co. v. Lushus Products 
Co., 18 C. C. P. A. (Patents) 1480, 49 F. (2d) 1044 [21 T.-M. 
Rep. 520]; Blackstone Products Co., Inc. v. Green Brothers Co., 
21 C.C. P. A. (Patents) 1065, 70 F. (2d) 271 [24 T.-M. Rep. 175]. 

We think we can dispose of this case upon the same theory as 
that upon which the tribunals below proceeded. It is not necessary 
for us to consider the question as to whether or not applicant’s mark 
which it seeks to register is invalid, and therefore not registrable, 
upon the ground that color alone is its distinguishing characteristic, 
or upon the ground that the subject matter of the mark is an integral 
part of the article and is publici juris, or upon the ground that it is 
descriptive of the goods upon which it is used, as was held in the 
so-called heating boiler case, Weil-McClain Co. v. American Radiator 
Co.,19 C. C. P. A. (Patents) 1137, 57 F. (2d) 353 [22 T.-M. Rep. 
219]. 

We agree with the decision of the Examiner of Interferences 
that the appellee has sought to distinguish its mark, and the goods 
upon which it alleges use, from those of the appellant only by the 
use of a red color on either the top or bottom of about one-third of 
the drum where appellant had used a green color. It is obvious 
that appellee therefore seeks to distinguish its mark from the mark 
of appellant only by change of color at an indeterminate place of 
about one-third of the side wall of the drum. 

It has been suggested in argument, as well as in the decision 
appealed from, that in the use of appellee’s mark, the red portion 
of the drum might be placed downward and concealed by obstruc- 
tions and that confusion would result. The Commissioner held that 
this matter was immaterial. While this may be a matter to which 
consideration might be given under certain circumstances, it seems 
to us that it is wholly immaterial here and that regardless of how 
the two marks were used, with respect to that consideration, confu- 
sion would be likely to result to the purchaser of lubricating oils if 
the two marks were concurrently used as is proposed by appellee. 

It is shown in the record that the appellee, before registration 
was applied for, marked its barrels with white in the middle and 
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green at both top and bottom, and that upon complaint by appellant, 
it changed its mark to that which is described in its application 
here involved. As the issue is presented here, we cannot see how this 
matter is of importance. 

It is our view that the differences between the two marks here 
involved will not distinguish the goods of appellee from those of 
appellant, as is contemplated by the trade-mark registration statute, 
and that appellee is not entitled to register its said mark. The deci- 
sion of the Commissioner of Patents is reversed. 


In THE MATTER OF THE APPLICATION OF THE AMERICAN STEEL AND 
Wire Company or NEw JERSEY 


United States Court of Customs and Patent Appeals 


Serial No. 320,486 
January 29, 1935 


l'rapE-Marks—ReEcistraTION—“AMERICAN STEEL AND Wire ComPpany’— 
CorporaTe NAME. 

A trade-mark consisting of the name “American Steel and Wire Com- 
pany,” written in rather conventional lettering in double arcuate form, 
the word “American” and the words “Steel & Wire Company” below 
an elliptical paraph of the initial “A” of the word “American,” held 
unregistrable, as it is a corporate name not distinctively displayed. 

['rRapE-M aRKS—A PPLICATION— DISCLAIMER. 

Held that an applicant for the registration of the name “American 
Steel & Wire Company” should not be allowed first to disclaim the words 
“Steel & Wire Company” and later the syllables “merican,” leaving only 
the letter “A,” as no authority exists for disclaiming a part of a word 
or certain letters thereof. 

Trape-Marks—‘A MERICAN”—GEOGRAPHICAL TERM. 

The word “American” held to be plainly geographical and, therefore, 

not registrable as a trade-mark. 


On appeal from a decision of the Commissioner of Patents 
refusing to register a trade-mark. Affirmed. For the Commis- 
sioner’s decision, see 24 T.-M. Rep. 376. 


E. W,. Shepard, of Washington, D. C., and John E. Jackson, of 
Pittsburgh, Pa., for the appellant. 
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GrauaM, P. J.: The appellant filed its application in the United 
States Patent Office for the registration of a trade-mark claimed to 
be used by it in connection with the sale of florist wire. This mark 
consisted of the name “American Steel & Wire Company,” arranged 


as follows, as described by the Examiner: 


The name is written in rather conventional lettering in double arcuate 
form, the word “American” above and the words “Steel & Wire Company’ 
below an elliptical paraph of the initial “A” of the word “American.” 


The Examiner denied registration on the ground that the nam: 
“American Steel & Wire Company,” “is the name of a corporation 


not distinctively displayed.” Thereupon the appellant filed its 


disclaimer as to the words “Steel & Wire Company,” apart from 


the mark as shown. The Examiner then held that the word “Ameri 
can’ was the dominating feature of appellant’s mark, that the word 
was geographical, and that the mark could not, therefore, be regis 
tered under section 5 of the Trade-Mark Act of February 20, 1905, 
as amended. 

The appellant then filed a further attempted disclaimer as to the 
lettering “‘merican,’ apart from the mark as shown. 

The Examiner again and finally denied the registration on the 
ground that the mark was the name of a corporation not distinc 
tively displayed, and again held that the word “American’”’ was geo- 
graphical and not registrable. 

On appeal to the Commissioner, the decision of the Examiner 
was affirmed. As to the offer to disclaim all but the letter “A” 
in the word “American,” the Commissioner held that he found: 


No authority holding that parts of words may be disclaimed, and can see 
no justification for extending the disclaimer doctrine to any such length. 
Certainly, this should not be done in a case such as this, where the result 
would be a clear evasion of the statutory prohibition against registration 
of mere names by the simple expedient of disclaiming all but the first letter 
of a notation otherwise objectionable. 


We are of opinion the refusal of registration was proper. The 
rule as to registration of the name of an individual, firm, or corpora- 


tion, where such name is claimed to be written, printed, impressed, 


or woven in some particular or distinctive manner, is well stated in 





APPLICATION OF AMER. STEEL & WIRE CO. OF N. J. 95 


In re Nisley Shoe Co., 19 C. C. P. A. (Patents) 1211-1213, 58 F. 
(2d) 426 [22 T.-M. Rep. 265]: 

. We are of the opinion that the proper construction of the words 
“particular or distinctive manner” in the proviso of section 5 referred to 
is that the word or words constituting the mark shall be written, printed, 
impressed, or woven in such a manner as to form a distinct impression upon 
the eye of the observer, to the extent that he will remember such particular 


or distinctive form and rely upon it, in part at least, in ascribing origin 
of the goods to which the mark is applied. 


This is the rule of the Patent Office: Ex parte A. Englehard § 
Sons Co., 1904 C. D. 122, 109 O. G. 1886; Ex parte Marsh, etc., 
1929 C. D. 20, 382 O. G. 845; Flanders and Flanders Mfg. Co. v. 
The Studebaker Corp., 1913 C. D. 246, 197 O. G. 241 [3 T.-M. 
Rep. 460]; Ex parte Alden Co., 1907 C. D. 4238, 131 O. G. 2419; 
Dunlap & Co. v. The Jackson & Gutman Co., 1924 C. D. 38, 326 
O. G. 469 [13 T.-M. Rep. 66]; Ex parte C. S. Marshall Co., 1924 
C. D. 88, 328 O. G. 528 [15 T.-M. Rep. 51]; Ex parte Dudley Lock 
Corp., 156 Ms. Dec. 249 [20 T.-M. Rep. 149]; Ex parte The 
E. Kahn’s Sons Co., 156 Ms. Dec. 604 [21 T.-M. Rep. 282]. 

The rule has been approved by the Court of Appeals of the Dis- 
trict of Columbia (now the United States Court of Appeals for 
the District of Columbia), our predecessor in this jurisdiction. 
In re Artesian Mfg. Co., 37 App. D. C. 113 [1 T.-M. Rep. 53]; 
In re Landis, 54 App. D. C. 404 [14 T.-M. Rep. 289]. 

It is quite apparent here that there is nothing in the arrangement 
or appearance of the mark as originally presented which would make 
such an impression upon the eye of the ordinary observer as would 
outweigh the significance of the name “American Steel & Wire 
Company.” 

After the first disclaimer was filed, the word “American” re- 
mained. This word was, plainly, geographical, as held by the Pat- 
ent Office. In its behalf, the appellant cites the case of Hamilton- 
Brown Shoe Co. v. Wolf Brothers §& Co., 240 U. S. 251 [6 T.-M. 
Rep. 169], wherein the name, “The American Girl,” was held to 
be a valid trade-mark, and not geographical. This, it is argued, is 
authority which supports the right of appellant to obtain registra- 
tion of the trade-mark “American,” for use with its sale of florist 
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wire. The cases are not at all the same, and it is thought the dif- 
ferences will be obvious, without further discussion. 

Finally, as to the second attempted disclaimer, we agree with 
the Commissioner of Patents that we know of no authority, statutory 
or otherwise, which authorizes or approves the practice of disclaim 
ing a part of a word or certain letters thereof. Although the prac- 
tice of filing a disclaimer to part of a mark, while continuing to use 
the whole of the same, has been approved by the courts, it should not 
be further extended. 

Appellant seeks to justify the registration of its mark by refer- 
ring to the action of the Patent Office in Ex parte The Atlantic Re 
fining Co., 159 Ms. Dec. 37 [23 T.-M. Rep. 410], wherein the 
mark “Safety-Kleen” was permitted to be registered as a trade-mark 
for liquid dry cleaner. What the office may have done in other cases 
cannot be held to be conclusive upon the court in the case now before 
us, and does not affect the principles of law involved. 

The decision of the Commissioner of Patents is affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 
Goods of Different Descriptive Properties 


Spencer, F. A. C.: This is an appeal by the applicant, Becker 
Products Corporation (Kotoform Corporation of America, by change 
of name), seeking to register the notation ““KoToFom”’ for use on a 
fabric cleaner, from a decision of the Examiner of Trade-Mark In 
terferences sustained an opposition proceeding brought by Stanco, 
Incorporated, owner of the registered mark “Koto” for use on white 
mineral oil and lubricating oil. 

In Meredith Publishing Co. v. O. M. Scott §& Sons Co., 458 
O. G. 3, 159 Ms. D. 430, 26 U. S. P. Q. 21 [25 T.-M. Rep. 474], 
it was held that if the goods of the respective parties are not of the 


same descriptive properties an opposition proceeding must be dis- 


missed, irrespective of any similarity between the marks and re- 


gardless of confusion, either actual or likely. Applying these 
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observations to the case at bar, there is no need to mention the nota- 
tions themselves and the points of similarity or dissimilarity therein, 
for I am constrained to disagree with the Examiner and to hold 
that a liquid cleaning compound suitable for use on fabrics, on the 
one hand, and white mineral oil and lubricating oil, on the other, 
are goods of different descriptive properties. The applicant’s 
cleaner is adapted for use on rugs, carpets, upholstery, chairs, sofas, 
portieres, drapes, table covers, divans, lounges, rockers, auto- 
mobile interiors, wearing apparel, office, store and hotel furnishings. 
The opposer’s product is a concentrated liquid adapted to be mixed 
with the fuel of internal combustion engines in order to lubricate 
the upper motor parts such as the pistons and cylinder walls. It 
is sold through service stations and in stores catering to the auto- 
motive trade. It is true that the opposer has also used its product 
for impregnating fruit wrap tissues but I do not consider this use 
as important to this controversy as the use of the notation on 
lubricants. 

In arriving at the conclusion that the goods are of the same 
descriptive properties, the Examiner of Trade-Mark Interferences 
relied upon the fact that the applicant’s cleaner can be employed 
in renovating automobile interiors. I believe this finding is falla- 


cious. So far as I can see, the only instance where the goods would 


ever find any common field of employment would be in conjunction 


with automobiles and the mere fact that two products can both be 
used on an article as large and complex as an automobile is not, 
to my mind, any reason for concluding that they are of the same 
descriptive properties. I do not see how it is logical to form a 
general definition for liquid cleaner for fabrics and lubricating 
oil for motors and, therefore, I do not see how, under controlling 
decisions, some of which follow, they can possess the same descrip- 
tive properties. Sun-Maid Raisin Growers of California v. Ameri- 
can Grocer Co., 5 U. S. P. Q. 68, 40 F. (2d) 116, 17 C. C. P. A. 
1034, 895 O. G. 3, 1930 C. D. 238 [20 T.-M. Rep. 300]; Cheek- 
Neal Coffee Co. v. Hal Dick Mfg. Co., 5 U.S. P. Q. 55, 40 F. (2d) 
106,17 C. C. P. A. 11038, 395 O. G. 10, 1930 C. D. 251 [20 T.-M. 
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Rep. 274]; Cluett, Peabody § Co., Inc. v. Hartogensis, 5 U. S. 
P. Q. 129, 41 F. (2d) 94,17 C. C. P. A. 1166, 396 O. G. 707, 1930 
C. D. 342 [20 T.-M. Rep. 452]; California Packing Corporation v. 
Tillman & Bendel, Inc., 5 U. S. P. Q. 59, 40 F. (2d) 108, 17 C. C. 
P. A. 1048, 394 O. G. 789, 1930 C. D. 215 [20 T.-M. Rep. 238]. 

The opposition is dismissed and the decision of the Examiner of 
Trade-Mark Interferences is accordingly reversed.’ 


Non-conflicting Marks 


Spencer, F. A. C.: This is an appeal by the opposer, Sears, 
Roebuck and Co., from that portion of the decision of the Examiner 
of Trade-Mark Interferences holding that “. . . . if the mark 
disclosed in the drawing of the applicant were amended to omit 
the outline map of the United States, applicant’s mark would not 
so nearly resemble opposer’s mark that confusion in trade would 
be likely.”” Following this holding the Examiner proceeded to sus- 
tain the opposition and, although the opposer won the proceeding, 
it has now appealed from the quoted portion of the decision which 
it apparently deems adverse. The propriety of an appellate pro 
ceeding of this sort seems somewhat doubtful to me although ap- 
parently sanctioned by a practice growing out of the case of Wm. A. 
Coombs Milling Co. v. The Dewey Bros Company, 171 O. G. 743, 
1911 C. D. 129 [1 T.-M. Rep. 301]. Since, however, neither 
party has in any wise objected to the procedure but has accepted 
it as a matter of course, I will endeavor to review the correctness 
of this statement which has been extracted from the Examiner's 
decision. To repeat, however, the procedure seems rather a dubious 
one although it must be admitted that I have not investigated it more 
than cursorily. 

The applicant’s mark comprises the word “Allied” with an out 
line map of the United States in the background and the expres- 
sion “Coast to Coast” therebeneath and is used on batteries. The 
opposer’s mark consists of the word “Cross Country” alone and in 
combination with an outline map of the United States, and like- 


1 Stanco, Inc. v. Becker Products Corp. (Kotoform Corp. of America), 
Opp’n No. 13,662, 28 U. S. P. Q. 83, December 23, 1935. 
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wise the word “Allstate” appearing upon an outline map of the 
United States. If the outline map is disclaimed from the applicant’s 
first notation, as it is proposed to do, the remaining indicia comprise 
the word “Allied’’ and the expression “Coast to Coast.” In my 
opinion, there is no confusion similarity between this remaining 
notation and either of the opposer’s marks. In my recent decision 
in the ease of Sears, Roebuck and Co. v. Malcolm B. Vilas, 159 
M. D. 510, 27 U. S. P. Q. 456, I held that the notations “Cross 
Country” and “Coast-2-Coast” are dissimilar. I see no reason for 
departing from this holding in the instant case. With respect to the 
marks “Coast to Coast” and “Allstate” I find these even more dis- 
similar than the others and therefore I am compelled to conclude 
that there is no similarity in either instance. Of course, the presence 
of the word “Allied” in the applicant’s mark has no real significance 
since there is nothing in the opposer's notation which even approxi- 
mates it. It serves merely as a further distinguishing feature. 
The decision appealed from is affirmed.’ 


A pplication—A mendment 


Frazer, A. C.: Mayflower Mills applied for registration of the 
notation “Bond Brand Whole Wheat Flour,” in association with a 
rectangle, as a trade-mark for whole wheat flour, disclaiming the 
words “brand” and “whole wheat flour.’”” The application was 
opposed by General Baking Company, claiming ownership and 
use of the word “Bond” as a trade-mark for bread, which is con- 
ceded to be of the same descriptive properties as applicant’s goods. 
Upon final hearing before the Examiner of Trade-Mark Interfer- 
ences the opposition was dismissed, but it was nevertheless adjudged 
that applicant was not entitled to registration of its mark, because 


the word “Bond,’ found to be the predominant feature thereof 


and the only word not disclaimed, is the surname of applicant's 


predecessor, one Henry W. Bond, and from that fact derives its 
primary significance. 


* Sears, Roebuck & Co. v. Allied Battery Corp., Opp’n No. 13,662, 28 U. S. 
P. Q. 84, December 24, 1935. 
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In the decision referred to it was noted that, while applicant 
had claimed use of its mark continuously since January 1, 1894, 
“applicant is not seeking to qualify under the ten-year clause,” and 
that the question of “actual and exclusive use . . . . for ten years 
next preceding February 20, 1905,” required by the so-called ten 
year proviso of section 5 of the Trade-Mark Act, “is not here in 
issue.” Thereupon applicant offered to amend its application for 
registration by “cancelling the date of use clause and substituting 
therefor the following: 


The mark has been in actual use as a trade-mark by applicant and by 
applicant’s predecessors from whom title was derived for ten years next 
preceding February 20, 1905, and such use has been exclusive. 


This amendment was supported by a properly verified declara 
tion, and with it was filed a motion that the case be remanded to the 
Examiner of Trade-Marks for the entry of the amendment and 
declaration. Upon consideration of that motion the Examiner of 
Trade-Mark Interferences was of the opinion that, as he had juris 
diction to determine applicant’s right of registration, no necessity 
existed for remanding the application; and that in any event neither 
the filing nor the entry of the amendment “is deemed a proper 
substitute” for an amendment to applicant’s answer to the notice 
of opposition, setting up the claim of a ten-year exclusive use of 
the mark as an “‘affirmative defense.’ He therefore ruled that “un- 
less this affirmative defense is embodied in an amendment to the 
original answer . . . . or in an answer supplemental thereto . 
the motion . . . . will be denied.” The suggested amendment to 
the answer was accordingly filed and was entered by the Examiner, 
but no further action was taken with respect to the motion. Instead 
the case was set down for “a new final hearing,’ upon the original 
record, which resulted in a decision sustaining the opposition and 
again denying applicant registration of its mark. It is from this 
second decision that applicant appeals. 

Opposer strenuously insists that the appeal should be dismissed 
for lack of jurisdiction. It is argued that the motion to amend 
the application constituted a waiver of applicant’s right to seek 
registration of its mark as a technical trade-mark, and that as the 
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proffered amendment was not entered there remained no application 
before the Patent Office at the time the appeal was taken. 

I am unable to adopt this reasoning. In my opinion the filing 
of the amendment to the application, so far as the applicant was 
concerned, was tantamount to its entry; and the apparent error of 
the Examiner of Trade-Mark Interferences in failing to act upon 
the motion should not be imputed to applicant nor be permitted to 
prejudice its rights. Moreover, I can see no logical reason why an 
application, sufficient to support a registration under the ten-year 
proviso, should thereby be held to preclude any other type of regis- 
tration to which an applicant can prove itself entitled. Surely it 
cannot be said that mere length of use will work a forfeiture of title 
to a technical trade-mark, nor can it reasonably be argued that a 
mark otherwise registrable loses its technical character simply be- 
cause the owner enjoyed its exclusive use during the critical ten-year 
period. 

In the instant case, however, there is a reason to which neither 
the opposer nor the Examiner has referred that is in my opinion 
a conclusive bar to the registration of applicant’s mark, so far as 
the present proceeding is concerned, under any provision of the 
Act. In the application as originally filed use of the mark in ap- 
plicant’s business was alleged to have been continuous since Janu- 
ary 1, 1894. When the amendment was filed, as previously stated, 
this statement was cancelled, and all that then remained was a claim 
of use “for ten years next preceding February 20, 1905.” Hence 
the application as it now stands seeks registration of a trade-mark 
concerning which no present use is alleged, nor any use since Feb- 
ruary 20, 1905. It seems too obvious for discussion that even in the 
absence of opposition such an application is fatally defective, and 
that upon this ground alone registration must necessarily be denied. 

Upon the merits the Examiner of Trade-Mark Interferences held 


in his first decision that applicant had failed to establish a tech- 


nical trade-mark use of its mark at any time prior to opposer’s date 
of first use, and from that decision there was no appeal. In his sec- 


ond decision, from which this appeal is taken, he held that applicant 
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could not qualify under the ten-year proviso of the Trade-Mark 
Act; and for the reasons clearly and fully set forth in the decision, | 
think that holding is amply warranted. 

As the application must be rejected in any event, a discussion of 
the evidence would serve no useful purpose. Suffice it to say that | 
would be constrained to affirm the Examiner upon the record before 
me regardless of the insufficiency of the application. 

The decision of the Examiner of Trade-Mark Interferences, sus 
taining the opposition and adjudging applicant not entitled to the 
registration applied for, is affirmed.* 


Conflicting Marks 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences in a cancellation proceed- 
ing. The petitioner relies upon prior adoption and use of the 
mark “HyVis” on oils and greases in seeking to cancel the regis 
tration by the respondent of the notation ‘““Highpres,”’ likewise for 
use on oils and greases. 

The goods of the parties being identical, the sole question to be 
considered is whether the simultaneous use of both marks in trade 
would result in confusion. In holding that the marks are not con- 
fusingly similar and in denying the petition for cancellation, the 
Examiner relied mainly on the following disclaimer in the applica 
tion for registration of the mark “HyVis’’: 


. . . . hereby disclaims the right to the exclusive use of the terms “High- 
Viscosity”; “H-Vis”; “Vis-H”; and “H-V,” as the mark “Hyvis” which 
constitutes the subject matter of the above application is not intended to 
cover any established commercial term. 

In my opinion the Examiner erred in concluding that in view of 
this disclaimer the petitioner has no right to object to the regis- 
tration of the notation ““Highpres.” In the first place, the peti- 
tioner merely disclaimed the use of established commercial terms 
and did not disclaim “Highpres,” the term here involved. In view 


of that fact I cannot see that the disclaimer is particularly relevant 


in this proceeding. In the case of Warner-Patterson Co. v. Charles 


3 General Baking Company v. Mayflower Mills, Opp’n No. 12,151, 28 U. S. 
P. Q. 85, December 27, 1935. 
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Y. Malcomb, 5 U.S. P. Q. 72, 17 C. C. P. A. 984, 89 F. (2d) 274, 
1980 C. D. 388, 897 O. G. 170 [25 T.-M. Rep. 414], the mark dis- 
claimed was identical with the mark that the applicant therein 
sought to include in the registration, and I am of the opinion that 
the case does not apply to a set of facts, such as are here involved, 
where one party has not disclaimed the other’s mark. 

Turning to the marks themselves, “HyVis” and “Highpres’”’ 
used on identical goods are to my mind confusingly similar. The 
goods involved are practically always bought by word of mouth and 
the similarity of sound between the two words is therefore of para- 
mount importance. That “HyVis” and “Highpres” sound alike 
cannot be denied. Under the circumstances I believe that the peti- 
tioner has shown the kind and amount of damage required by the 
statutes, and that the relief prayed for should be granted. 

The decision of the Examiner of Trade-Mark Interferences is 
reversed, and the petition for cancellation is granted.* 


Labels 


Barrey, A. C.: This is an appeal from the action of the Ex- 


aminer refusing to register under the Copyright Law an alleged 
label. 


The label sought to be registered is well described in the Ex- 
aminer’s statement as follows: 


The label comprises the notation “May-A-Tone” in plain block type, 
following which is a statement of the ailments for which the medicament is 
to be used together with directions for its use, and names of manufacturer 
and distributor. All are in conventional type and arrangement and inclosed 
within a black line border. 

The Examiner has rejected the application primarily on the 
ground that the label is lacking in artistic effect. As to the pro- 
priety of this ground of rejection there appears to me to be no 
question. Indeed, appellant is not understood to seriously urge 
that the label in question possesses any artistic qualities whatsoever. 

Appellant does contend, however, that the label, regardless of 
artistic merit, is registrable, merely as a composition of words, and 


*Hyvis Oils, Inc. v. Petroleum Products Storage Co., Canc. No. 2,746, 
28 U. S. P. Q. 87, December 30, 1935. 
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requests a specific ruling as to whether the label presented is regis- 
trable “even if its symbolism is only in printed words.” 


The Examiner, while perhaps not ruling specifically on this 
question, refers in his statement to Rule 29, of the Rules of the 
Patent Office relating to Prints and Labels, which defines a label as 
“an artistic and intellectual production” applied in specified man- 
ner to indicate the article of manufacture. 

The Examiner takes the position that these criteria appear to be 
necessitated by the provision of the Constitution under which 
Congress has authority to legislate for the protection of authors 
and inventors, citing Higgins et al. v. Keufel et al. (140 U. S. 428, 
1891 C. D. 403) and Trade-Mark Cases (100 U. S. 82, 1879 C. D. 
619). 

In the former case Mr. Justice Field, delivering the opinion of 
the Court, said: 


The clause of the Constitution under which Congress is authorized to 
legislate for the protection of authors and inventors is contained in the eighth 
section of article one, which declares that— 


“the congress shall have power to promote the progress of science and useful 
arts, by securing for limited times to authors and inventors the exclusive 
right to their respective writings and discoveries.” 


This provision evidently has reference only to such writings and dis- 
coveries as are the result of intellectual labor. It has so held in Trade- 
Mark Cases (100 U. S. 82), where the Court said that— 


“while the word ‘writings’ may be liberally construed, as it has been, to in- 
clude original designs for engravings, prints, etc., it is only such as are origi- 
nal, and are founded in the creative powers of the mind.” 


It does not have any reference to labels which simply designate or de- 
scribe the articles to which they are attached, and which have no value 
separated from the articles, and no possible influence upon science or the 
useful arts, 
and further cited with approval Scoville v. Toland (6 Western Law 
Journal 84) which was before the Circuit Court of the United States 
for the District of Ohio as early as 1848. There application was 
made for an injunction restraining the use of a label containing the 
words— 


Doctor Rodgers’ Compound Syrup of Liverwort and Tar. A safe and 
certain cure for consumption of the lungs, spitting of blood, coughs, colds, 
asthma, pain in the side, bronchitis, whooping-cough, and all pulmonary 
affections. The genuine is signed Andrew Rodgers— 
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In that case Mr. Justice McLean, presiding in the circuit court, 
said: 

The label which the complainant claims to be a book refers to a certain 
medicinal preparation, and was designed to be an accompaniment of it. 
Like other labels, it was intended for no other use than to be pasted on the 
vials or bottles which contained the medicine. As a composition distinct 
from the medicine it can be of no value. It asserts a fact that “Doctor 
Rodgers’ Compound Syrup of Liverwort and Tar” is a certain cure for 
many diseases; but it does not inform us how the compound is made. In no 
respect does this label differ from the almost numberless labels attached 
to bottles and vials containing medicines, and directions how they shall be 
taken. Now, these are only valuable when connected with the medicine. 
As labels they are useful; but as mere compositions, distinct from the 
medicine, they are never used or designed to be used. This is not the case 
with other compositions which are intended to instruct and amuse the reader, 
though limited to a single sheet or page. Of this character would be lunar 
tables, sonatas, music, and other mental labors concentrated on a single page. 


While in Scoville v. Toland the Act of 1831 (4 Stat., ch. 16, p. 
436) was involved, whereas in Higgins et al. v. Keufel et al., the 
Supreme Court was dealing with the Act of June 18, 1874 (18 Stat., 
ch. 801, p. 78), the above quoted reasoning was found to be equally 
applicable, Mr. Justice Field in the latter case saying: 

The law of 1831, so far as books or compositions in writing are con- 
cerned, was as broad as the law now in force. . . . The rule applied in that 
case is as applicable now. 

In each case the Court was of the opinion that the statute could 
not bear a construction admitting the label within its protection, 
and the injunction sought was refused. 

In the present appeal, substantially the same question is raised 
and I am of the opinion that the principles expounded in Higgins 
et al. v. Keufel et al., are here controlling. 

That it has been the policy of the Patent Office to refuse regis- 
tration of labels having the general character of that presented by 
appellant is shown by the following decisions cited by the Ex- 
aminer: Ez parte Houghton, 99 O. G. 1628; Ex parte Eupeptol 
Medicine Co., 108 O. G. 1417; Ex parte Ambrosia Chocolate Co., 
122 O. G. 8011; Ex parte Sides, 123 O. G. 1668. 


It is not to be inferred from the foregoing that registration 
should be refused merely because a label bears only a composition 
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of words displayed in conventional typography, but the composition 
must bear evidence of originality and intellectual effort. 

With the exception of the notation ‘““May-A-Tone,” which un- 
doubtedly is intended to serve as a trade-mark, and the names of 
the manufacturer and distributor of the product, there is nothing 
in any way distinctive in the composition of the label here sought to 
be registered. Were such usual and simple descriptive expressions 
to be afforded copyright protection, there would come a time when 
it would be impossible for manufacturers to describe their wares on 
a label without employing language which had already been copy- 
righted. 

If it is the fanciful name ““May-A-Tone’”’ that applicant seeks to 
monopolize as a trade-mark, clearly the copyright law is not appli- 
cable. The registrability of trade-marks under the federal trade- 
mark acts is founded on the “interstate commerce” clause of the 
Constitution, Article 1, Section 8, third clause, and not upon the 
eighth clause of the same section which authorizes Congress “‘to 
promote the progress of science and useful arts by securing for 
limited times to authors and inventors the exclusive right to their 
respective writings and discoveries.’ This was clearly established 
by the Supreme Court in the Trade-Mark Cases (100 U. S. 82, 
1879 C. D. 619). 

It is my conclusion that the matter sought to be copyrighted as a 
label is neither an artistic nor an intellectual production such as 
would bring it within the provisions of Patent Office Rules 29 and 
30 relating to the registration of prints and labels and that there is 
no statutory authority for the copyrighting of such matter. 

The decision of the Examiner is affrmed.° 


5 Ex parte Earnest Irish, Ser. No. 65,809, 27 U. S. P. Q. 312, October 1, 
1935. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 


























